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DETAILED ACTION 
Response to Amendment 

In response to applicant's amendment received 7/11/07, all requested changes 
have been entered. 

Response to Arguments 

The 112 issues have been overcome and the 1 12 rejection will be withdrawn in 
this action. However, Applicant's arguments filed 7/1 1/07 have been fully considered 
but they are not persuasive. The argument is that the Ostrover reference does not 
teach or suggest the amended claims, and that the basis of Ostrover discloses as 
written text teaches away from the usage of photo-based images. The Examiner 
disagrees. The Ostrover reference discloses the attachment of a memory device on a 
printed media for storing a digital representation of the printed matter on the media. 
The applicant's invention focuses on the printed matter being a photo based image. 
Ostrover discloses in column 2, lines 24-37 that the document with the attached chip 
contains visual data from one of text, image, color and texture. Column 4, lines 47-65 
discloses that the electronic document can be of a variety of formats. Since photo 
based images are typically known to be in JPEG, GIF, or TIFF, the Ostrover reference 
has enough to at least suggest receiving a photo based image. The rejection will be 
103, since the Ostrover reference does not explicitly disclose using photo-based images 
and paper, but those are simply one particular type of format and media to be used in a 
system that is taught by Ostrover. Please see the rejection below. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

I. Claims 1-8, 14-18, and 25-30 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ostrover (U.S. Patent No. 6,585,154). 

Regarding claims 1 , 25, Ostrover discloses an image storage method 
comprising: 

It does not explicitly disclose "receiving a first photo-based image;" 

However, Ostrover discloses in column 6, lines 22-24 and column 4, lines 47-65 
that the electronic document can be of a variety of formats. Since photo based images 
are typically known to be in JPEG, GIF, or TIFF, the Ostrover reference has enough to 
at least suggest receiving a photo based image. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to have used a photo-based image 

The motivation would have been to adapt the Ostrover invention to one particular 
type of image to be printed. 
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Therefore, it would have been obvious to adapt Ostrover to obtain the invention 
as specified. 

printing a picture of said first photo-based image on a media; (column 6, lines 30- 
33) and 

placing an encoded representation of said first photo-based image on said media 
(column 4, line 66 - column 5, line 14.), wherein a reprint of said picture is obtainable by 
a reading of said encoded representation from said media, (column 6, lines 15-41, 
especially lines 33-37) 

Regarding claims 2, 29, Ostrover discloses the method of claim 1, wherein said 
encoded representation of said first photo-based image comprises a computer-readable 
representation of said first photo-based image, (column 4, lines 47-65) 

Regarding claims 3, 26, Ostrover discloses the method of claim 1, further 
including creating said encoded representation of said first photo : based image, (column 
4, lines 24-37) 

Regarding claims 4, Ostrover discloses the method of claim 1 , further including 
receiving a picture of said first photo-based image, (column 6, lines 25-30) 
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Regarding claims 5, 6, Ostrover discloses the method of claim 1 , wherein said 
receiving said first photo-based image comprises receiving a non-character- 
representation-based computer-readable image, (column 6, lines 25-30, again from 
claim 1 above, the image can be a variety of formats that is not character or text based) 



Regarding claim 8, Ostrover discloses the method of claim 1 , wherein said 
placing said encoded representation of said first photo-based image on said media 
comprises placing said encoded representation of said first photo-based image in a 
computer-readable storage on said media. (Fig. 1) 

Regarding claim 14, Ostrover discloses the method of claim 1 , wherein said 
placing said encoded representation of said first photo-based image on said media 
comprises attaching said encoded representation of said first photo-based image to said 
media. (Fig. 1) 

Regarding claim 15, Ostrover discloses an image storage method comprising: 
receiving a first media of photographic paper comprising an encoded 
representation of a photo-based image; (column 6, lines 25-29, and column 4, lines 47- 
65 - as mentioned above in claim 1, a particular format or media in which the document 
is printed on is simply a choosing of a specific type of document.) and 
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replicating a picture of said photo-based image on a second media, said 
replicating based on said encoded representation of a non-character-representation- 
based as said photo-based image, (column 6, lines 30-33) 

Regarding claim 16, Ostrover discloses the method of claim 15, wherein said first 
media of photographic paper includes an existing picture that is represented by said 
encoded representation of said photo-based image, (column 6, lines 25-29, column 4, 
lines 47-65) 

Regarding claim 17, Ostrover discloses the method of claim 15, further including 
placing a copy of said encoded representation of a non-character-representation-based 
said photo-based image on said second media, (column 4, line 66 - column 5, line 14) 

Regarding claim 27, Ostrover discloses the image processing system of claim 
25, wherein said first photo-based image is a digital representation of a picture, (column 
6, lines 26-30, column 4, lines 47-65) 

Regarding claim 28, Ostrover discloses the method of claim I, wherein said 
printing said picture of said first photo-based image comprises printing a picture of said 
first photo-based image on said media, (column 6, lines 30-33) 
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Regarding claim 30, Ostrover discloses the image processing system of claim 

« 

25, further including means for reading said encoded representation of said first photo- 
based image, (column 6, lines 36-41) 



Regarding claim 32, Ostrover discloses the method of claim 8, wherein said 
placing said .encoded representation of said first photo-based image in said computer- 
readable storage on said media comprises placing said encoded representation of a 
non-character-representation-based image in said computer-readable storage on 
photographic paper, (column 6, lines 15-26. Again, the particular type of format or 
media used would be an obvious variation of the Ostrover invention) 

Regarding claim 33, Ostrover discloses the method of claim 14, wherein said 
attaching said encoded representation of said first photo-based image to said media 
comprises: 

placing said encoded representation of a non-character-representation-based 
image in a computer-readable storage; and 

attaching said computer-readable storage to photographic paper, (column 6, 
lines 15-26. Again, the particular type of format or media used would be an obvious 
variation of the Ostrover invention) 
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II. Claims 9-13, 19-24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ostrover (U.S. Patent No. 6,585,154) in view of Official Notice. 

Regarding claims 9-13, 20-24, Ostrover discloses a microchip with a memory 
that is to be attached to a surface for representing a document printed on that surface. 

It does not explicitly disclose the specific types of memories used. 

However, the Examiner takes Official Notice on the use of different types of 
memories since they are common mediums used in data storage. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to have used any known storage medium. 

The motivation would have been to allow various ways to store data depending 
on various needs such as size, cost, etc. 

Therefore, it would have been obvious to use various to obtain the invention as 
specified. 

Regarding claim 19, Ostrover discloses an image storage media comprising: 
means for receiving a first photo-based image; (column 6, lines 22-24 and 
column 4, lines 47-65 - as discussed in claim 1 above) 
means for printing; (Fig. 2, item 29, 30) 

a first surface adapted for displaying a picture of a photo-based image printed 
from said means for printing; (column 3, lines 38-44column 6, lines 60-33 - it would be 
obvious to have printed the documents using a printer or copier in the system in Fig. 2) 
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means for storing; (column 3, lines 61-67) and 

a second surface configured for storing an encoded representation of said photo- 
based image from said means for storing, said first and second surfaces being in 
communication with each other, wherein a replicate picture of said first photo-based 
image is obtainable through employment of said encoded representation from said 
second surface., (column 6, lines 15-60. Although Ostrover does not detail which 
surface to print onto, it is well known to be able to print information on both side of a 
media) 

III. Claim 31 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ostrover 
(U.S. Patent No. 6,585,154) in view of the applicant's admitted prior art in the 
background of the invention ("background") 

Regarding claim 31, Ostrover discloses a method for storing an electronic 
representation of data in a memory device attached to a printed medium. 

It does not explicitly disclose "wherein said receiving said first photo-based image 
comprises receiving a photographic negative or positive;" 

However, the background discloses in P[0004] that one type of input format can 
be a photographic negative. 

Ostrover and the background are combinable because both are int eh art of 
printing and reprinting information. 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to have used a photographic negative or positive as an input 
format. 

The motivation would have been to used a particular format and to adapt 
Ostrover's invention to a particular use, which in this case is printing photos. 

Therefore, it would have been obvious to combine Ostrover and the background 
to obtain the invention as specified. 

Ostrover further suggests wherein said printing said picture of said first photo- 
based image on said media comprises printing said picture on photographic paper, 

wherein said placing said encoded representation of said first photo-based image 
on said media comprises placing said encoded representation on said photographic 
paper, (column 6, lines 15-26. Again, the particular type of format or media used would 
be an obvious variation of the Ostrover invention) 



Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 



Application/Control Number: 1 0/627,304 Page 1 1 

Art Unit: 2625 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yixing Qin whose telephone number is (571)272-7381. 
The examiner can normally be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Twyler Lamb can be reached on (571)272-7406. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




c TWYLER LAMB 

SUPERVISORY PATENT EXAMINER 



